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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Goto et al 
(5,965,495) in combination with Katafuchi (6,962,614) and Nakazato et al (6,569,818) 

Goto et al ["Goto"] disclose lubricating oil compositions for internal combustion engines, 
preferably diesel engines, which have a low ash content and which does not show adverse effects 
on the performance of apparatuses for exhaust gas treatments such as particulate material traps. 
The compositions comprise a base oil of lubricating viscosity and, as additives, (a) an ashless 
dispersant containing boron, (b) a metallic detergent including sulfonates, phenates and 
salicylates of alkali and alkaline earth metals, and, optionally, (c) esters of aromatic carboxylic 
acids having a hydroxyl group. The compositions have a ratio [B]/[M] of a content of boron [B] 
in the composition in % by weight to a total content of metals [M] derived from the detergent in 
the composition in % by weight of not less than 0.15, and a sulfated ash content in the 
composition of not more than 1 .5% by weight, preferably not more than 1 .2% by weight. See 
column 1, line 45 to column 2, line 12, and column 7. Goto allows for the addition of other 
lubricant additives to the compositions including zinc dialkyldithiophosphates as anti-wear 
agents. See column 7, lines 46-67. Thus the examiner is of the position that the lubricating oil 
compositions set forth in Goto appear to meet the limitations of the claimed compositions. 
Applicants' open-ended claim language "comprising" allows for the addition of other additives 



Application/Control Number: 10/598,980 Page 3 

Art Unit: 1797 

to the composition such as the esters of aromatic carboxylic acids having a hydroxyl group of 
Goto. Applicants' invention differs by specifying that the diesel engine is equipped with a 
regenerative DPF. However, Katafuchi is added to teach that diesel engines having regenerative 
diesel particulate filter (DPF) are known in the art. Applicants' claimed invention also differs by 
specifying that the diesel engine is run on a diesel fuel having not more than 10 mass ppm sulfur. 
However, as evidenced by Nakazato et al ["Nakazato"], it is conventional in the art to use low 
sulfur diesel fuels (sulfur content of 0.01 weight % or less) in diesel engine-mounted vehicles to 
which exhaust gas-cleaning devices containing particulate filters are attached. 

Claim Rejections - 35 USC §103 

Claims 1-8 are also rejected under 35 U.S.C. 103(a) as being unpatentable over Ogano et 
al (6,638,897) in combination with Katafuchi (6,962,614) and Nakazato et al (6,569,818). 

Ogano et al ["Ogano"] disclose low-phosphorus and low-ash lubricating oil compositions 
for internal combustion engines, in particular diesel engines which are equipped with a filtration 
system such as a diesel particulate filter (DPF). See column 1, line 8 to column 2, line 49. The 
compositions comprise a base oil composed of a mineral oil, a synthetic oil or mixtures thereof; 
and, as additives, (a) an overbased calcium salicylate, and (b) ashless dispersant such as a boron- 
containing succinimide. Ogano teaches that component A is incorporated at 0.10 to 0.90 weight 
% as calcium, based on the whole composition, preferably 0.5 to 0.9 weight %. Ogano teaches 
that the lubricating oil compositions contain boron at 0.04 weight % or less , based on the whole 
composition. See column 4, line 33 to column 5, line 44. Ogano allows for the addition of other 
lubricant additives to the compositions including zinc dialkyldithiophosphates as anti-wear 
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agents. See column 6, lines 45 to column 7, line 35. Thus the examiner is of the position that 
the lubricating oil compositions set forth in Ogano appears to meet the limitations of the claimed 
compositions. Applicants' open-ended claim language "comprising" allows for the addition of 
other additives to the composition such as the other additives disclosed in Ogano. Applicants' 
invention differs by specifying that the diesel engine is equipped with a regenerative DPF. 
However, Katafuchi is added to teach that diesel engines having regenerative diesel particulate 
filter (DPF) are known in the art. Applicants' claimed invention also differs by specifying that 
the diesel engine is run on a diesel fuel having not more than 10 mass ppm sulfur. However, as 
evidenced by Nakazato et al ["Nakazato"], it is conventional in the art to use low sulfur diesel 
fuels (sulfur content of 0.01 weight % or less) in diesel engine-mounted vehicles to which 
exhaust gas-cleaning devices containing particulate filters are attached. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen M. McAvoy whose telephone number is (571) 272-1451. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ellen M McAvoy/ 
Primary Examiner 
Art Unit 1797 



EMcAvoy 
April 24, 2009 



